The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 1, 3-6 and 8-14, which are all of the clains remining
in the application.
THE | NVENTI ON
The appellant’s clainmed invention is directed toward a

process for producing fornmal dehyde froma gas stream
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containing a

m xture of hydrogen sulfide and carbon oxide. Cdaim1l s
illustrative:

1. A process for producing fornal dehyde froma gas
cont ai ni ng carbon oxi de and hydrogen sul fide (H,S) conprising
contacting the gas streamwith a first catal yst conprising a
supported netal oxide of a netal selected fromthe group
consi sting of vanadium (V), niobium (Nbo), nolybdenum ( M),
chromum (Cr), rhenium (Re), tungsten (W, nanganese (M),
titanium (Ti), zirconium (Zr) and tantalum (Ta) and m xtures
t hereof, wherein said support is selected fromtitania,
zirconia, niobia, ceria, tin oxide and m xtures thereof with
the proviso that the support and the supported netal are not
the sane, to convert said carbon oxide and hydrogen sulfide
(H,S) to methyl nercaptans and then contacting the nethyl
mercaptans with a second catal yst selected froma supported
metal oxide of a nmetal selected fromthe group consisting of
vanadi um (V), niobium (Nb), nolybdenum (M), chromum (Cr),
rhenium (Re), tungsten (W, manganese (M), titanium (Ti),
zirconium (Zr), tantalum (Ta) and m xtures thereof, and a bul k
met al oxi de catal yst selected fromthe group consisting of
nol ybdates (M), chromates (Cr), vanadates (V), rhenates (Re),
titanates (Ti), niobates (Nb), tungstates (W, and m xtures
t hereof, under oxidizing conditions for a tine sufficient to
convert at |least a portion of the nethyl nmercaptans to
f or mal dehyde and sul fur dioxi de, and recovering said
f or mal dehyde.

THE REJECTI ON
Clains 1, 3-6 and 8-14 stand rejected under 35 U S. C
8 112, second paragraph, as being indefinite for failing to

particularly point out and distinctly claimthe subject matter
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whi ch the appellant regards as the invention.

OPI NI ON

We affirmthe aforenentioned rejection.

The appellant states that the clains stand or fall
together (brief, page 3). W therefore decide the case based
upon consi deration of one claim i.e., claiml. See In re
Cchiai, 71 F.3d 1565, 1566 n.2, 37 USPQd 1127, 1129 n.2 (Fed.
Gr. 1995); 37 CFR 8 1.192(c)(7)(1997).

The relevant inquiry under 35 U.S.C. 8§ 112, second
par agr aph, is whether the claimlanguage, as it would have
been interpreted by one of ordinary skill in the art in |ight
of the appellants’ specification and the prior art, sets out
and circunscribes a particular area with a reasonabl e degree
of precision and particularity. See In re More, 439 F. 2d
1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

The examner’s rejection is based upon the term “nethyl
mer capt ans” being indefinite (answer, pages 4-5).

It is undisputed that the art-recogni zed neani ng of
“met hyl nmercaptan” is nethanethiol, CHSH  The appel |l ant

points out that he is entitled to be his own | exicographer
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(brief, page 4; reply brief, page 2), and argues that “[t] he
present application uses the term‘nmethyl nercaptans’ to refer
as a group to internedi ate conpounds produced during the

cl ai mred net hod having at | east one nethyl (CH,) radical bonded
to at least one sulfur (S) atom such as nethanethiol (CHSH)
di ret hyl sulfide (CH;SCH;), and di methyl disulfide (CHSSCH,)”

(brief, page 3).

The appel l ant’ s specification does not define “nethyl
mercaptans”. At one point the specification recites: “methyl
nmer captans, (primarily nmethanethiol (CHSH) and a small anount
of dinmethyl sulfide (CHSCH,))” (page 1, lines 15-16), and at
anot her point recites: “methyl mercaptans, (mnethanethi ol
(CH,SH) and di nethyl sulfide (CHSCH))” (page 4, lines 8-9).
These di sclosures indicate that the appellant considers
“met hyl nercaptans” to nean “net hanethiol and di nethyl
sulfide”. At two other points, however, the specification
recites: “nmethyl nercaptans, such as nethanethiol (CHSH) and
di mret hyl sulfide (CH,SCH,)” (page 2, lines 13-14; page 3, lines
9-10), and at a third point recites: “nethyl nercaptans,
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(e.g., nethanethiol (CHSH) and dinethyl sulfide (CHSCH,))”
(page 6, lines 15-16). These disclosures indicate that

nmet hanet hi ol and di nethyl sulfide are nerely exanpl es of

met hyl nmercaptans. Oiginal claim13 recites: “the nethyl
mercaptan is selected from CH,SH, CHSCH,, CH,SSCH, and m xtures
thereof”, which indicates that the term “nethyl nercaptans”

al so includes disulfides.® As nentioned above, the appell ant
interprets the specification as indicating that the
appel l ant’ s net hyl nmercaptans have at | east one nethyl radical
bonded to at | east one sulfur atom According to this
interpretation, the term“methyl mercaptans” can enconpass
even nore conpounds than nethanethiol, dinmethyl sulfide and

di met hyl disul fide.

The scope of the term “nethyl mercaptans”, therefore, is
unclear in view of the appellant’s specification, and because
t he appellant, acting as his own | exicographer, has given this
terma nmeaning which is different than its art-recogni zed
meani ng, a remedy for this lack of clarity cannot be found by

| ooking to the prior art.

!Disul fides are not otherw se nentioned in the
speci fication.
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Accordingly, we conclude that the appellant’s claim1l is
indefinite. W therefore affirmthe exam ner’s rejection of
clainms 1, 3-6 and 8-14.

DECI SI ON

The rejection of clains 1, 3-6 and 8-14 under 35 U.S.C.

8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellant regards as the invention, is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED
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